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as agreed during the Interview. 

_ ^ under 3 6 US0 112, second paranraph. as beino ,nde«e for .aiiin, ft 

a^invenSon. These reieCicns are respectfulry^d. 
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„g,y. n— I— - — — **"• " PmPer ^ r8SPeC,fU " y 

requested. 

The Office Ac«on rejected dalms 1-73, 146-149 and 1 53-1 55 under 35 USC 
,12 ^paragraph. Th*e radons are tactfully t^versed. 

' Th, Office Acuon ,nd,c*ed M « was undear ... ma specification to what ma 
designator, -OOBWrVT referred, faring the to*** B-kw and Applicants 
d e te rr*ed ma. M ***** needed to be amended to ■»* me wi« W e ,o 
overcce m. o*encv, and ma. me an—. P^ed no new matter as . was 
^■0036- ,eferred,omewnd type (see, „p, e .Ta«e 2 , W ^Tabfe 3f, 

Tne specffica«on has been amended .0 indicate ma. QG38WT Is m. w»d type. 

«so. according .o me Office Action, Figure 15 •. . .does no. sh« an 
im p ro v e men. 0 fme m od» te den^ m eo«rme-d-t y peenzyme...- During.be 

Examiner and App»can.s defined ma. <he grap* did. in fact. show 

improvement. 

UKew*., according*.* Office Adion, me signWcance of assays is M. 
hecause «, applica.lon does no. provide a re.er.nca ,or -suc-AAPF-SBn- (sea e.g., 
page 93, line « o, ma sped^on). During ma in,e„iew. AppUcen* poln.ed ou. .he 
one s«ed,nmear.wou«Knowme meaning o,me te n 1 ,a.me»g da.. o,m. 

appiication (see, e.g., a cop, o, refers Ingin^rM^^ 
mmsMs ^ mmE mmm, «- e. al, a copy which is 

attached herein). 

Further, as was dfccussed during me interview, me unknown quan«y In Table 
31- querted in the Office Action refers to margins of error. 



GC571-2 

Received from < 650 845 6504 > at 10J17I02 4:1 2:19 PHI [Eastern Daylight Time] 



10/17/2002 13:12 GENENCOR LEGAL * 17038729306 NO . 538 D010 



U.S.S.N. 09/556,466 
Page 5 

As per the amended claims and as determined during the interview, 
reconsideration and withdrawal of the above-recited rejections are proper and 

respectfully requested. 

The Off.ce Acta Elected Cairns 1-7, 11-28, SM*. 44. 48-65. 146-148 and 
,53-165 under 35 USC 112, first paragraph. These rejections are respectfully 

traversed. 

Specifically, according to the Office Action, me disclosure, while ■ ...enabling for 
subtillsn, does not reesonabry provide enablement for the olher embodiments...- 
According to the Office Action, "...another enzyme bound to a targeUng moiety may not 

be active..." 

An invention is enabled if one sk«led In the art could make and/or use tM 
o,aimed invention from the disclosure, in the patent applicaflon without undue 
experimentation (see, e.g., MPEP «* U*- «— ««*■** *»• 887 

F 2d 778, 8 USPQ2d 1217 (Fed Cir. 1988); In Re Stephens, 188 USPQ 659 (CCPA 
1976) . Whemer undue experimental is needed » based upon the following factors: 
1) the quantity of experimentation needed (time and expense); 2) the amount of 
direction or guidance provided in the specification; 3) me presence or absence of 
„or W ng examp.es of me invents provided tn the specter: 4) the nature of me 
invention; 5) the state of me odor art; 6) me relafive skill of those In me art; 7) me 
predict or unpredictability of me art and 8, me breadth of me daims (see ,n re 

Wands, 8 USPQ2d 1400 (Fed. Or. 1988). 

Dutt me interview, it was defined that the re|e*n in me Office Ac«on was 
based only upon: 1) the „uan«ty of experimental needed (time and expense); 3, the 
presence of absence of working examples (ft* fnern was only * single waUng 
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example of a hydrolase, specifically subtilisin) and 8) the breadth of the claims, and that 
other factor(s) were not considered (see MPEP 2164.01, "It is not necessary that every 
enablement analysis consider all of the factors.") According to the Office Action, the 
specification, -. . .while being enabled for subtilisin, does not provide enablement for the 
other embodiments of the instant daims." Further, the Office Action asserts, "There has 
not been any determination or showing that adding cysteines and/or binding the 
targeting moiety to the enzyme through the (sic) a cysteine moiety is operable... Another 
enzyme bound to a targeting moiety through a cysteine residue may well not have 
activity." 

In the instant case, the claims are drawn to a catalytic antagonist comprising a 
targeting moiety that is chemically attached to a hydrolase. As discussed during the 
interview, each embodiment of the present invention has at least two separate parts, a 
targeting moiety and a hydrolase. The two parts are, as claimed, chemically attached. 

The specification need not teach one skilled In the art how to determine whether 
each embodiment within the scope of the claims is operable, as suggested by the Office 
Action. Rather, the specification must teach how to make/or use each embodiment 
within the scope of the claims undue experimentation. And, since the 

specification teaches how to make each hydrolase of the embodiment and chemically 
attach each targeting moiety to the hydrolase (and one skilled in the art using the 
specification as well as the art available at the filing date of the application could 
determine, case by case, whether each embodiment was operable), the specification is 
sufficient under 35 USC 112, first paragraph for each and every embodiment of the 
claimed invention. Accordingly, as was determined during the interview, reconsideration 
and withdrawal of the rejections are proper and respectfully requested. 
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The Office Action rejected claims 1 and 37 under 35 USC 1 02(b) as being 
anticipated by Chandragreson. These rejections are traversed. According to the Office 
Action, the claims read on Chandregason, whether moieties which comprise the 
chimeric construct come from the same or different sources. However, as was agreed 
during the interview, the present claims, as amended, are not anticipated or rendered 
obvious by Chandregason as Chandregason does not disclose or suggest "...a 
hydrolase and a targeting moiety, which are chomlcatty: attached..." as recited in the 
amended claims. Accordingly, reconsideration and withdrawal of the rejections are 
proper and respectfully requested. 

The Office Action rejected claims 1-10. 19-29. 37-47, 56-66, 73, 146-149 and 
153-155 under 102(b) over Davis etal. These rejections are traversed. Aswasagreed 
during the interview. Davis does not disclose or suggest all the claimed elements (e.g., 
among other shortcomings, Davis does not disclose or suggest a targeting moiety being 
chemically attached to an hydrolase that degrades the target molecule to reduce binding 
of the target molecule to its cognate iigand and to said targeting moiety thereby resulting 
in the release of said antagonist and thereby allowing said antagonist to bind and 
degrade another targeting molecule); In fact as was agreed, since the Davis reference is 
directed to glycosylate, it teaches away from the claimed invention, as it does not 
teach or suggest targeting. Accordingly, reconsideration and withdrawal of the rejection 
are proper and respectfully requested. 

The Office Acflon rejected claims 1. 2, 37 and 38 under 102(b) and claims 1-73, 
146-149 and 153-155 under 103(a) over Epenetos etal. These rejections are traversed. 
According to the Office Action, Epenetos et al teaches a target-cell specific reagent that 
-...should accumulate at higher avidities to the selected target cells..." However, as 
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discussed during the interview, Epenetos does not teach or suggest a molecule that can 
"...degrade...^] target molecule... thereby resulting... in the release of said antagonist 
and thereby allowing said antagonist to bind and degrade another targeting molecule." 
Accordingly, reconsideration and withdrawal of the rejections as applied to claims 1 , 2, 
37 and 38 are proper and respectfully requested. 

In view of the foregoing, Applicants believe all claims now pending in this 
application are In condition for allowance and issuance of a formal Notice of Allowance 
is respectfully requested. Examiner Patterson is invited to contact Applicants at (650) 
846-7544 if there are additional questions/concerns. 



Date: October 17, 2002 



Genencor International, Inc. 
925 Page Mill Road 
Palo Alto, CA 94304-1013 
Tel: 650-846-7544 
Fax: 650-845-6504 



Respectful] 



itted, 




Thomas Anderton, Jr. 
Registration No. 40,895 
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